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Rft pnarks/Argum Ufel 

Claims 1 3-7 9-1 >, 14-27, and 29-41 are pending in this application. Claims 2, 8, 13, and 
28 have 'been' can. elled herein, and claims 36-41 have been previously withdrawn. Thus, 
claims 1, 3-7, 9-1 !, 14-27, and 29-35 are currently under consideration.! 

Claims 1, 7, 11, 1 I, 15, 22, 27, 33, and 35 have been amended. The amendments to the 
claims are all supi orted by the specification as filed. Specifically, each amended claim was 
amended to inclu. e a separate step of adding a second recombinase-free; oligonucleotide. 
Claims 2, 8, 13, « id 28 have been cancelled as the subject matter of these claims are 
embraced by the .mended claims. Support for the amendments to the claims resides in the 
claims as original / filed, as well as the specification at paragraph [0093]. 

Withdrawn Rejec t ions 

The applicants a,: predate and acknowledge the withdrawal of rejections as itemized in Items 
3-5 of the Office Action dated October 20, 2006 (hereinafter "the Office Action"). The 
applicants furthe note that while the rejections of claims 22-26 under 35 USC 102 set forth in 
the Office Action dated May S, 2006 were not specifically withdrawn, item 2 on page 2 of the 
Office Action stal ss that "[a]ny rejections not reiterated in this action have been withdrawn . . 
. - Accordingly, because the rejection under 35 USC 102 was not reiterated with regards to 
claim 23, it is presumed withdrawn. 

MPW GROUNDS )f RF1ECTIONS 

pp jection under « use S 117. first paragraph 

Claims 1- 5, 7-21, and 27-35 were rejected under 35 USC 112, first paragraph, as 
failing to compl, with the written description requirement. Specifically; the Office Action 
alleged that the recitation of "free of recombinase" was not supported in the specification, and 
thus raised Issu- s of new matter. The Office Action does acknowledge that "the specification 
does teach addn ig to the RecA stabilized d-loop complex an annealing ollgo that is free of 
recombinase." lot in acquiescence to the rejection, but in an earnest effort to advance 
prosecution of •: .Is application, the claims have been amended to recite methods consistent 
with the characr erization of the disclosure that Is presented in the Office Action. Accordingly, 
the claims now eclte methods that Include a step of adding an oligonucleotide that Is free of 
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recombinase to th. . stabilized d-loop complex. The Office Action acknowledges that the 
specification provi, les direct support for claims reciting this particular arrangement of steps, 
and thus it is resp iCtfully requested that the rejection of claims 1-5, 7-21, and 27-35 under 
35 USC 112, first >aragraph, be withdrawn. 

pp jPrtlon under -i'^si 03f fSe na et al. in vipw of Brvant et aL) 

Claims 1-5 7-21, 23 and 27-35 are rejected under 35 USC 103(a) as being 
unpatentable ove. Sena et al. (USPN 5,670,316) In view of Bryant et al. (PNAS 1985, vol. 82, 
pp. 297-301). Tii 2 applicants respectfully traverse this rejection. 

As amend* d, the claims include a separate step of adding a second oligonucleotide to 
the sample that I- as been mixed with a first oligonucleotide, with the first oligonucleotide 
bound by recomb nase. The second oligonucleotide added in a separate step is distinguished 
as free of recoml: nase. None of the cited art disclose, teach, or suggest this adding step. 

The claim; are all patentable over the combination of the '316 Patent and Bryant et al. 
The Office Action suggests that the teaching In Bryant et al. that recA-facilitated renaturatlon 
is optimized whe . the recA to DNA ratio corresponds to about 10-15% coverage of the DNA 
renders the invei tion obvious in view of the \316 Patent. Bryant et al. teaches an overall ratio 
of recA and DNA co optimize renaturation. 

The present invention goes well beyond anything disclosed or suggested by Bryant in 
that the addition of the annealing oligonucleotide is done in a separate step, after recA bound 
DNA and the tar. .et molecule have been incubated together. Bryant et al. teach away from 
the present inve ltlon as they teach an optimum ratio of recA protein on a PER NUCLEOTIDE 
basis. Speclfical.y, 1 recA protein per 30 nucleotides of single stranded DNA was shown as 
optimum for ATf -dependent renaturation, while 1 recA protein per 4 nucleotides of single 
stranded DNA w is shown as optimum for the ATP-independent reaction (see Bryant et al. at 
page 298, second full paragraph). There is no suggestion that in Bryant, or any other art, 
that the entire s nnealing oligonucleotide sequence should be introduced in a recomblnase-free 
condition. ! 

Because :he claimed processes Include steps that were not suggested or taught by the 
prior art, the cl= ims are in condition for allowance. The teaching that renaturation is 
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optimized at partisan concentrations or recA is not sufficient to make obvious, when 
combined with the '316 patent, a process that includes a step of adding recombinase free 
oligonucleotides, "he applicants respectfully request that the rejection of claims 1-5, 7-21, 23 
and 27-35 under : 5 USC 103(a) over Sena et al. in view of Bryant et al. be withdrawn. 



MAINTAINED RE J;CTIQN 

R ^Prt-iftn under 3 > uses 112. second paragraph 

Claims 22- 16 were rejected under 35 USC 112, second paragraph as being indefinite. 
Claim 22 was am. nded herein such that it no longer recites the term "substantially" and to 
provide antecedei it basis for "second, recombinase-free oligonucleotide.". Accordingly, 
withdrawal of thi: rejection is respectfully requested. j 

qp jPf-l-ion under : * ■ fj in7rhV Sena et al. 

Claims 22 and 24-26 were rejected under 35 USC 102(b) as anticipated by Sena et al. 
This rejection wa ; founded in the interpretation of the phrase "does not substantially bind." 
Claim 22 was amended herein such that it no longer recites this phrase, and instead recites a 
method includin : a step of adding a second oligonucleotide, wherein the second 
oligonucleotide i: free of recombinase. For reasons of record, Sena et al. does not disclose, 
teach, or other* se suggest a method including this step. Withdrawal of this rejection is 
respectfully requ ssted. 

rv ^ftle Patentin t (1O/26D.1S0) 

Claims 1- 5, 7-26 are provisionally rejected under the judicially created doctrine of 
obviousness-typ i double patenting as being unpatentable over claims 1--67, 72-78 of 
copending AppLation No. 10/260,150. Applicant respectfully submits that should copending 
Application No. .0/260,150 issue with the same claims as set forth presently, applicant would 
be willing to file a terminal disclaimer in compliance with 37 CFR 1.321(c). In this regard, 
Applicant respe. tfully requests that this rejection be withdrawn. 

Conclusion 
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The forego ,g is believed to be fully responsive to this office action. The embodiments 
presented are bell. :ved to be allowable over the prior art of record. Allowance of the claims Is 
respectfully and e; rnestly requested. 

If a telephc ne conference with the applicants' attorneys would facilitate successful 
disposition of this case, the Examiner Is cordially requested to telephone the undersigned. In 
the event that an' fee has been inadvertently overlooked and is required, the Commissioner is 
hereby authorize.: to charge any required fee or credit any overpayment to Deposit Account 
No, 50-3570. 

fully submitted, 



Dated: Decemb< r 20, 2006 
PDP/rls 



McCarter & En ; llsh, LLP 

Citizens Bank G: iter 
919 N. Market SI reet 
Suite 1800 
P.O. Box 111 
Wilmington, DE 19899 
302-984-6300 

302- 984-6331 \ Id^qUtis jJirect). 




Jamela D. Politis 
Registration No. 47,865 
Attorney for Applicants 
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